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\ Publication of unexamined applications \

 Bibliographical items, specification, drawings etc.
are open to the public 18 months after the filing.

* Purpose: To avoid double research or filings

Publication
L of >
ApipiliEEien unexamined
application
/4 /4
— _J
V
18 months — :
The application receives:

— right to demand
compensation

— status of prior application
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\ Request for examination \

An applicant must request for examination
within 3 years to receive substantive examination

L Request for
Application 4 Exaqmination >
4 7
G /)
Y
3 years

It is economically beneficial to have second thoughts before
requesting for examination

Third parties can also request for examination
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1. Notification of Reasons for Refusal

2. Decision of Refusal

3. Decision to Grant a Patent
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{ First (Non-final) notification of reasons for refusal J

O

notifies the reasons for refusal
which are notified to an applicant for the first time

[ Final notification of reasons for refusal ]

T

notified only when the reasons for refusal are
necessitated by amendments made in response to a
previous non-final notification of reasons for refusal ,




\ Substantive Examination : Restriction on amendments \

Restriction regarding timing

[ FiIi_ng } Any time
l <Il: until reasons for refusal are notified

Non-final notification of
reasons for refusal

l During the designated period
(Domestic:60 days / Foreign:3 months)

{ Final notification of reasons for}

refusal
During the designated period
l (Domestic:60 days / Foreign:3 months)
[ Decision of Refusal ]

Request for appeal against _
examiner’s decision of refusal <:;‘ At the same time as the request

l )




\ Substantive Examination : Restriction on amendments \
Restriction regarding contents
[ Filing }

(1) addition of new matters is not
l allowed.

Non-final notification of
reasons for refusal

!

[ } (@ Amendment that changes a
{ Final notification of reasons for}
4___

special technical feature (STF)
Is not allowed.

refusal @ The purpose of the
l amendments is restricted to the
following items:
[ Decision of Refusal ] — a. Deletion of claims
l b. Restriction of the scope of
claims
[ Request for appeal against } c. Correction of errors
SEMINETS SeEien of el d. Clarification of an ambiguous

l pENp description 16
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[ Appeal against Decision of Refusal }

[ Appeal Examination ]
2 ¥ ¥
RalRRhE e PG Appeal Decision to Appeal Decision
Registration Grant a Patent of Refusal
\ 4
[ Publication of Patent Gazette ]
v
Appeal for Invalidation J
\ 4
Appeal Examination ]
¥ !
Appeal Decision Appeal Decision to
of Invalidation Maintain the Registration
. { d
[ Intellectual Property High Court ]

4
[ Supreme Court | 17




{ Appeal against examiner’s decision of refusal ]

——

Requested by an applicant who is dissatisfied with the
decision of refusal

Demand for
Appeal
Decision of > against >

refusal examiner’'s
decision of
refusal

/4 4
\— /
Y
3 months (domestic application)
4 months (foreign application)
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{ Reconsideration by examiner ]

T T

when specification, claims or drawings are amended at
the same time as demand of the appeal

No amendment
Decision Demand >[ — 1
of for >
Refusal |— rameniN — -
7 > L) Amendment || Reconsideration 1] R tDeC'SIC:n
by examiner | o grant a
\ / patent

Y /
3or4

months same time

19



[ Confents ]

Examination Flow
Patentability Requirement

Current situation of examination and
JPQO’s efforts

20



| Substantive Examination: Patentability requirement |

The creation of technical ideas utilizing the laws of nature

Industrial applicability Unity
Novelty
Description requirements
Inventive step -Enablement requirement
- Support requirement
Prior application - Clarity

v

G
21




| Statutory invention |

Ghe first paragraph of Article 29(1) of the Patent Act\
“An inventor of an invention that is industrially applicable

may be entitled to obtain a patent for the said invention...”

=) |nvention must be “statutory®, "industrially applicable.
- /

/Article 2(1) of the Patent Act A

Statutory invention as “the highly advanced creation

of technical ideas utilizing the laws of nature”
mm) [Examples are described in the Examination Guideline/

-

22



Examples of Non-statutory inventions

(1) The laws of nature

e.g. law of conservation of energy

(2) Mere discoveries and not creations

e.g. discoveries of natural things (ore or natural phenomena)

(3) Those contrary to the laws of nature
e.g. perpetual motion

(4) Those not utilizing the laws of nature
-Laws other than natural laws (economic laws)

-Arbitrary arrangement (rules, schemes)
-Mathematical methods

-Mental activities of human

New game

-Those utilizing only these laws (business methods )

e.g. business methods per se

Not patentable
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Examples of Non-statutory inventions

(5) Those not regarded as technical ideas

(a) Personal skills
e.g. a method of throwing a forkball performed by a human

(b) Mere presentation of information

e.g. manuals, audio CD or photographic image data
characterized only by contents.

(c) Aesthetic creations
e.g. paintings or carvings

Carvings

Not patentable

(6) Those for which it is clearly impossible to solve the
problem to be solved by any means presented in a claim




Examples of Industrially inapplicable inventions

(1) Methods for treatment of human body by surgery
e.g. Methods of surgical operation using scalpel

(2) Methods for treatment of human body by therapy N\
e.g. Methods of giving medicine to patient

(3) Diagnostic methods & Not patentable

practiced on human body

(4) Only for personal use
-Method of smoking

(5) Practically inapplicable inventions

e.g. Method for preventing increase in ultraviolet rays by covering
whole earth’s surface with ultraviolet ray-absorbing plastic film

25
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o Novelty |

Article 29(1) of the Patent Act

An inventor of an invention ...may be entitled to obtain a patent
for the said invention, except for the following:

(i) inventions that were publicly known in Japan or a foreign
country, prior to the filing of the patent application;

(i) inventions that were publicly worked in Japan or a foreign
country, prior to the filing of the patent application; or

(ili) inventions that were described in a distributed publication, or
Inventions that were made publicly available through an

electric telecommunication line in Japan or a foreign country,
Qrior to the filing of the patent application. /

Non-novel inventions s




| Novelt

Method ]

/1. Determining what is described in a claimed invention ar@
a cited invention

Comparing of the claimed invention with a cited invention

W N

. Finding the identicalness and difference

Q. Determining whether the claimed invention is novel /

Matters defining Matters defining
the claimed invention compare the cited invention

No difference found ™= The claimed invention is not novel.

Difference found ™= The claimed invention is novel.
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| Inventive Step |

/ Article 29(2) of the Patent Act \

Where, prior to the filing of the patent application, a person
ordinarily skilled in the art of the invention would have been

able to easily make the invention based on an invention
prescribed in any of the items of the preceding paragraph, a
patent shall not be granted for such an invention

wotwithstanding the preceding paragraph. /

[ Purport of provision of Inventive Step ]

Not to grant a patent to such a invention, because granting a
patent does not contribute to and even hampers progress of

technology

30



| Inventive Ster |
[ Method ]

%Determining what is described in a claimed invention ﬁ\
one for more cited inventions

2. Comparing of the claimed invention with a cited invention

3. Clarifying the identicalness and difference in matters
defining the inventions

4. Considering the reasoning for lacking an inventive step of
kthe claimed invention on the basis of contents of the cite/d

iInvention above and other cited inventions.

Difference found ™= The claimed invention is novel.

—_

Determining an Inventive Step
31



e InventiveStep

[ Specific Examples of Reasoning ]

1. Selection of an optimal material, workshop
modification of design, mere juxtaposition
of features

2. Motivation

3. Advantageous effects

32



. InventiveStep

[ Motivation ]
4 N

. Relation of technical fields

1
2. Similarity of a problem to be solved

3. Similarity of function, work or operation
4

. Suggestions shown in the contents of cited inventions

N /

33




| Inventive Ster |

[ Relation of technical fields J

[ Example ]

Cited Invention

-

Applying a \
X device Eachinko Game Machine techr.ncal means in
Pachinko Game to
Slot Machine is a
mere exercise of
ordinary creativityj

Claimed Invention

X device]i Slot Machine j
\

34



| Inventive Step |

[ Similarity of a problem to be solved ]

[ Example ]

water

with hard carbon fil

‘ Applying a technical means\

Cited Invention 1
A pet bottle coated

Claimed Invention
A pet bottle coated

with silicon oxide fil

Cited Invention 2

A container coated of the cited invention 2 to

SN the cited invention 1 for
solving the problem is a
mere exercise of ordinary

Problem of both inventions is to improve gas \_creativity. /
barrier performance

N

with hard carbon film
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| Description Requirement; Enablement Requirement |

/ Article 36(4)(i) of the Patent Act \

(4) The statement of the detailed explanation of the invention
shall comply with each of the following items:

() the statement shall be clear and sufficient as to enable any
person ordinarily skilled in the art to which the invention

\pertains fo work the invention; /

Invention of a product :> [ ggg E: Tsaedde }

Invention of a process Can be used }
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4 Article 36(6)(i) of the Patent Act A

(6) The statement of the scope of claims shall comply with
each of the following items:

(i) the invention for which a patent is sought is stated in the
Kdez‘ailed explanation of the invention;

/

Whether a statement in the claims complies with 36(6)(i) shall
be determined as follows

The matters disclosed in a
A claimed invention compare detailed description of an
invention

38




\ Description Requirement: Support Requirement \
[ Example of violation of Article 36(6)(i) ]

Scope of claim “ A hybrid car of which energy efficiency during
running on electricity is a-b %, as measured by X test method.”

-

Scope of claim : EVERY hybrid
car having characteristics that
fnergy efficiency is a-b%.

-
Content disclosed in a detailed
description : A hybrid car

fquipped with Y control means a belt-type continuously-variable transmission }

1. In technical field of hybrid car, energy efficiency is normally about X%, far lower than

a%, and it is difficult to realize a higher energy efficiency such as a-b%. (Common
knowledge as of the filing)

2. In light of the common knowledge, a hybrid car defined only by energy efficiency is
NOT sufficiently specified from a technical perspective.



| Description Requirement: Clarity |

-

Article 36(6)(ii) of the Patent Act

(6) The statement of the scope of claims shall comply with
each of the following items:

N (ii) the invention for which a patent is sought is clear;

~

[Examples of violation of Article 36(6)(ii) ]

(1) Claim includes inadequate statements as Japanese lanquage expression

e.g. errors, an ambiguous statement

(2) Meaning of a term in claim is incomprehensible

(3) Claim states technically incorrect matters

e.g. “An alloy composed of 40-60wt% A, 30-50wt% B, and 20-30wt% C”

(4) Matters used to specify the invention are not related technically

e.g. “A road on which automobiles mounting a specific engine are traveling”
(5) Category of an invention is unclear

e.g. “A method and/or apparatus comprising...”
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Current situation of patent examination and JPQO’s efforts
Trends in Patent Applications

F The number of patent applications filed at the SIPO has grown significantly in recent years,
exceeding that filed at the USPTO and ranking number one in the world in 2011.

Number of Patent Applications Filed at IP5 Offices

Unit: 1000
900
-@-JPO -®-USPTO -®»-EPO - SIPO -«KIPO 8<>25

800

700 653

&
600

526 572

490 543

500 456 456
504
400
.\‘i49 <> 345 343 343
290 —@ O 328

—9o
300 - <&
o 315
205
189
171 164 170 179
200 A —aA
HE__, “‘I. H || |
100 147 135 151 143 148 148
O T T T T T
2008 2009 2010 2011 2012 2013

42




Current situation of patent examination and JPQO’s efforts
Trends in International Applications by Japanese applicants

B The number of patent applications filed to overseas IP offices has been increasing in
accordance with their business activities.

Patent Applications Filed to overseas
IP offices by Japanese applicants
250,000

Nearly twice as many patent

L] L]

150,000 —

100,000 -+— —

50,000 +— —
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Current situation of patent examination and JPO'’s efforts

JPO’s efforts in Prompt Examination (1)

Long-term objective since 2004:

Making FA (First Action) pendency less than 11 months
at the end of March 2014

The Number of Outsourced Prior Art Searches

X 10,000 Cases

30

M Foreign Docs B Dialog Type W Report Type

0 .
. . 15 +
Changes in the Number of Examiners at the JPO
Examiners 10 -
9,000

7837 1.928 5 1

8,000 - JPO /‘.—-—l_‘

—-+—USPTO _— 6.827 N 7 7 7 7 7 » 7 D'BFY
/ 2006 2007 2008 2009

7,000 ——EPO

—SIPO 5,955 6143 6128 2010 2011 2012 2013
6,000 —-KIPO £376 /
5,000 4779 -
4177 s9g7 4107
4,000

3,000

2,000

T468 = 1.567
tzog)—(392)

1,000

*——@ @ *——o
L sse , 728 | 727  es0 , B8 €75 , 712 711 726 | 732

2003 2004 2005 2006 2007 2008 2009 2010 2011 2012 2013
(cv) 44
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Current situation of patent examination and JPO'’s efforts

JPO’s efforts in Prompt Examination (2)

(Unit 10,00) Changes in FA pendency (month)
100 35
91
90 |
130
50 27.3
70 22.2 125
60 54 | 20
16.1
50
42 | 45
0 JPO achieved 1
30 04
30 | “Fa11,, ‘ - 10
19
20 |
' s
0 | \

0

2004 2005 2006 2007 2008 2009 2010 2011 2012 2013

m= Number of Applications Awaiting the FA

FY
=2=FA pendency (FY)
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Accelerating Examination
JPO’s efforts in Prompt Examination (3)

New Goal:
Making patent total pendency* less than 14 months by FY2023

Making FA pendency less than 10 months by FY2023

*“Total Pendency” excludes such cases where the JPO requests an applicant to respond to the second notification of reasons

for refusal and others.

[Total Pendency and FA Pendency]

m FA (First Action ) - o

DY Pendency S =

N . :

o 3 The goal used to be = =,

c > o, =

D 11 months o oQ

Vv o > v)
~t

nw O wn =

> o

<€ > o

Total Pendency

.

JPO Less than14 months
(targeting by FY2023)

USPTO 20 months(targeting by 2017)
EPO 36.2 months
SIPO 22.6 months

KIPO 21.6 months Source: Japan Patent Office




Current situation of patent examination and JPO'’s efforts
Accelerated Examination system (1)

Following the necessary

Meeting any of the requirements @ procedures
The application is...

(1) Applied for foreign countries (1) conduct prior art search
(2) Rerated to Green Technology (2) disclose prior arts
(3) Filed by the SMEs (3) make a comparison between
N the claimed invention and
prior arts

Py,

@Accelerated examinatio

average period from request to FA
---2months
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Current situation of patent examination and JPQO’s efforts
Accelerated Examination system (2)

15000

11000 |

10000

9000 |

| Internationally-filed applications m\age eligible (Jul. 1996) |

7000 |

\ \
| | Accelerated examination syg{em Iaunchet}\Feb. 1986) l

8000

6000

5000 |

4000
3000
2000
1000

I Applications relating to the Asian Business Location Law made eligible (Nov. 2012)
14000 |

13000 i
12000 i

Expanding Utilization of Accelerated Examination System

( Applications regarding green technology made eligible (Nov. 2009) }\ 12170
N\, 11042
‘[ Applications of SMEs, universities, etc. made eligible (Jul. 2000) ) 9777 | -
\ 8863 (T
\ A

\

|

14717 15187

A
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Current situation of patent examination and JPO'’s efforts

JPO’s efforts in Improving Examination Quality (1)

»JPO released its “Quality Policy on Patent Examination” (the “Quality Policy”) in
April 2014.

»Based on its Quality Policy,
JPO is dedicated to maintain and even further improve the quality of patent
examination, aiming to achieve patent examination of the fastest and utmost
quality in the world.

The Quality Policy sets forth the following fundamental principles:

-We grant robust, broad and valuable patents;

-\WWe meet wide-ranging needs and expectations;

-We all dedicate ourselves to improving quality,
cooperating with concerned persons and parties;

-We contribute to improving the quality of patent
examination globally:

-We continually improve operations;

-We raise the knowledge and capabilities of our staff.

URL:http://www.jpo.go.jp/seido_e/s_gaiyou_e/pdf/patent_policy/policy.pdf



Current situation of patent examination and JPQO’s efforts

JPO’s efforts in Improving Examination Quality (2)
- PDCA Cycle in the Quality Management System -

-

\_

~

ACT:
Planning activities relevant
to patent examination

(

-

Evaluating the performance
on patent examination
Quality Audit
User Satisfaction Survey {

Support for improving
quality of patent
examination

by providing
information on quality

=

_J
ConﬁnuohE
CHECK: impyovem

DO: Performing work on patent examinati
Individual examination divisions

4 )
PLAN:
Deciding patent examination
policy
J

A\

4 act: ) )
-Dlrecto.rs supervision plan:
*Improving practices —
- Deciding patent
el e o examination policies
knowledge and capabilities P
\_"Knowledge sharing P7 )
{ /
% o N
do:
check: Condyctl_ng work on patent
- Approval examination
- Consultation
- Interview
J €

2

~
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Current situation of patent examination and JPO'’s efforts

JPO'’s efforts in Improving Examination Quality (3)
- PDCA Cycle in the Quality Management System -

1. Quality Management at the Examination Division Level
I.  Consultation — Have consultations with any other examiners whenever

examiners need advice or have any questions
1. Approval - Directors’ Check on examiners’ outputs

2. Quality Management at the Examination Department Level

. Quality Audit

1. Quality Audits on “PCT Applications” and “Decisions to Grant”
(Check the appropriateness of prior art searches by conducting additional
searches)

2. Quality Audits on “Reasons for Refusal” and “Decisions of Refusal”
(Check the appropriateness of reasoning, No additional searches)

3. Checks on Formality Defects

i. User Satisfaction Survey —Collect user’s needs




Actions for Work sharing and International Cooperation

Efficiency of Work sharing

Normal Case

Search

Duplicate

Search

-~

Finished
Search

an application

-
-

~

Work-sharing Case

[ Utilization of
Results!

prior arts, office actions

~ results before
) searching

-—— o, — -

e »

Reduced examination _,LF/
workload TRmo e

-
e s el ™




3. Actions for Work sharing and International Cooperation
Mutual exploitation of search/examination results - Dossier Access System-

OPD -
(Mutual Reference to Exam Results) D AIPN
J-Eng MT functions (Advanced IP network)
% (Internet-based Service for IPOs presented by JPO)
(Internet-based /
) i _ .
Service for the Public) K-PION / J-Eng MT functions

o~ (Internet-based Service /
) for IPOs) /
European Patent
_Register Internet {
(Internet-based EPO KlPO / "
Service for the Public) ) \o —> : F‘ I
,:* p \ N = -
*
CPIS s1Po [ 195 ofiees 1 2 IPOs in the world
(Internet-based
Service for the Public)
(1) Reduce workload in examination at IPOs
(2) Obtain IP rights overseas quickly and properly

| oPD(OnePoralDossien | [ PN
enable to mutually refer to results (providing exam info via J-Eng MT)
of search and examination in real time
among IP5 Offices
!

Sharing results enables to reduce workload
and to quicken examination

Quick release of examination results

l

International contribution
to other countries
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Actions for Work sharing and International Cooperation

JP-FIRST (JP-Fast Information Release STrategy)

~
/> The JPO prioritizes examination of applications satisfying both (i) & (ii)

(i) First filed at the JPO (and then filed via the Paris route with OSF)
(i) Examination of application is requested within 2 years from the JPO filing date
» The JPO provides examination results (First office Actions; FA) to applicants
within 30 months from the JPO filing date
> A considerable quantity of JPO FA results can be provided to the OSF before
S OSF examinations

J
4 ™
JP-FIRST 30 months
- OFF prioritizes examination of
OFF Applicatio FA EF Lzl L first filing ]
( J PO) : xam.
: FA Results
—//[ OSF can utilize FA J
i Its of OFF
OSF o A m e
14
. MY,J /
12 months

OFF  (Office of First Filing)

Paris Priorit
(Paris Priority) OSF (Office of Second Filing)



3. Actions for Work sharing and International Cooperation

PPH (Patent Prosecution Highway)

OFF(Office of First Filing) Allowable

. Search/ >
Application >_ Examination m."l PPH
‘ ‘A
R t
Application >— f:rqll:lgsH

OSF(Office of Second Filing)

Accelerated
Exam.

International Phase National/Regional Phase
PCT work products A Examination
Al -> _|PPH
PCT Allowable .
Application Accelerated

Request Exam.

for PPH

Accelerated
Exam.

PCT-PPH|| ">

Request
for PPH




Actions for Work sharing and International Cooperation

PPH MOTTAINAI Pilot Program ~Easing of PPH requirements~

Under this pilot program, request is eligible, whether or not the office which
provides the examination results is the Office of First Filing (OFF).

|| The newly eligible examples under the PPH MOTTAINAI Pilot Program

Case 1

Office of First Filing (OFF)

Office A
application

Office of Later Examination (OLE)

Request for

|

|

Priority !
claim 1
Vv

Office B
application

PPH

Patentable

Office of Earlier Examination (OEE)

Office of First Filing (OFF)

Case 2

Office C
application proy |
| claim |
v | Office of Earlier Examination (OEE)
Llivs | Patentable

oot |

application Prorty

| Claim

Office B Request for
application PPH

Office of Later Examination (OLE)

- = -the participating Office for this Pilot Program
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Actions for Work sharing and International Cooperation

Expanding PPH Network Eeypo  JPOL USPTO
OSM  (Egypt) (USA)  KIPO As of 1st of June, 2015

MYIPO (Romanla)_ W (Korea) UKIPO
. (UK)

(Malaysia) W o N
(= — — '®, 4 CIPo
(Thailand)  IelE— Al % (Caﬂli)
_NRIP
DPMA
DGIPR =P=PW IP Australia
(Indonesia) " (Australia)

EAPO DKPTO
‘E”’as‘a?.@ As of 1% of June, 2015, == enmaid
PPO ; . . . 3l Ero

(Poland) 35 offices participate in the PPH. f8| (Europe)
ro ¢z H = l(SinIP::ore)
(Czech)| As of the end of December 2014, —
sic | E PRH
<°°'°mbia); The accumulated total number of requests for | (Fintand)
1 1 1 ROSPATENT
Mol PPH filed worldwide is about 74,000. -F SPATE!

APO
IPO H I— = (Austria)
(Iceland) I_
. HIPO
(China)

D e
(Spain)

| IMPI
~ INPI (Mexico)
(Portugal)

TIPO

(Taiwan) NPI ILPO PRV

(Israel) (Sweden)




Actions for Work sharing and International Cooperation
Examiner Exchange (1)
» Purposes

1. Mutual understanding of the other offices’ examination
practices

2. Learning useful tools for examiners themselves

3. Fostering mutual confidence on “work results” of the other
offices
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Maximize mutual exploitation of search/examination results
among the offices



Actions for Work sharing and International Cooperation
Examiner Exchange (2)

> As of end of May, 2015
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Thank you for your attention
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